








































































































PUBLIC 

outcomes. 7 The resolution of trademark disputes is to be encouraged. 8 Unlike reverse payments, 

there is no risk that parties settling trademark disputes will seek to divide monopoly profits 

because trademarks do not confer monopoly rights. 9 And there is no "workable surrogate" like 

the size of a reverse payment that a court could use to avoid a "detailed exploration" of the 

underlying trademark dispute. Actavis, 133 S.Ct. at 2236-37. 

Unable to sustain their Actavis burden for these and other reasons, Complaint Counsel 

may try to avoid it by challenging the bonafides of the underlying litigation. In that event, 

Complaint Counsel would have the burden to prove "sham" litigation, but Respondent would be 

entitled to demonstrate, as set forth in its Second and Third Affirmative Defenses, that its 

conduct was not objectively and subjectively unreasonable and was protected by the First 

Amendment under Noerr-Pennington. This, too, suffices to defeat Complaint Counsel's motion 

for partial summary judgment. 

III. CONCLUSION 

For the foregoing reasons, Complaint Counsel ' s Motion for Partial Summary Decision 

should be denied. 

7 E.g., Rescuecom Corp. v. Google Inc., 562 F.3d 123 (2nd Cir. 2009) (finding "use in 
commerce" in analogous situation); { 

} (Tab 6 to Matheson Deel.). 

$ E.g., Clorox Co. v. Sterling Winthrop, Inc., 117 F.3d 50, 55 (2d Cir. 1997) (trademark 
settlements are "favored under the law"); Lebewohl v. Heart Attack Grill LLC, 890 F. Supp. 2d 
278, 301-03 (S.D.N.Y. 2012) (approving a concurrent non-use settlement agreement with 
territorial restrictions in the absence of current confusion and encouraging litigants to "work 
together to try to resolve their differences cooperatively"). 
9 E.g., Clorox Co., 117 F .3d at 56 ("A trademark, unlike other intellectual property rights, does 
not confer a legal monopoly on any good or idea; it confers rights to a name only.'') 
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